The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U S.C. §8 134 fromthe
final rejection of clainms 1, 7, 10, 14, 18, 22, and 23.
In Iight of appellants’ "G ouping of Clains"” in the brief
at page 4, we reproduce appealed clains 1 and 10 bel ow which
are representative of the two groups of appealed clains for

whi ch appel |l ants seek separate consideration:
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The references of

Uet an
1991
Liu

1993

1. A positive resist conposition
conprising, in adm xture, an al kali-sol uble
novol ak resin, an ester of a hydroxyl group
cont ai ni ng conpound with a qui none di azi de
sul fonic acid, and a m xed sol vent consisting
essentially of:

(B) at least one organic solvent selected
fromthe group consisting of (-butyrol actone and
3- net hoxybut anol ; and

(A) an organic solvent other than sol vent
(B) having a nol ecul ar structure which does not
have si nul taneously an al kyl carbonyl group and
an al koxy group therein and having a boiling
point of from 140 to 180E C under atnospheric
pressure, wherein a weight ratio of said organic
solvent (A) to said organic solvent (B) is from
95:5 to 40: 60.

10. The positive resist conposition
according to claiml1, wherein said solvent (B)
is (-butyrol actone.

et al. (Uetani) 5, 059, 507 Cct .

5, 246, 818 Sep.

Appeal ed clains 1, 7, 10, and 23 stand rejected under

35 U S.C 8 102(e) as anticipated by or,

in the alternative,

record relied upon by the exam ner are:

22,

21,

under 35 U. S.C. 8 103 as unpatentable over Liu. All appeal ed

clainms stand rejected under 35 U.S.C. § 103 as unpatentable

over Uetani in view of Liu.
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We affirm

The subject nmatter on appeal is directed to a positive
resi st conposition which conprises an al kali-sol ubl e novol ak
resin, a quinone diazide conpound, and a solvent blend m xture
whi ch "consists essentially of" certain organic solvents (A
and (B), as defined in the appeal ed clains. For exanple,
organi c solvent (A may be diacetone al cohol and organic
solvent (B) may be (-butyrol actone. See appealed clains 1,
10, and 23. Further, for the herein clainmed conposition, the
wei ght ratio of organic solvent (A to organic solvent (B) is
from95:5 to 40: 60.

The examiner’s prior art rejections of the appeal ed
clains are primarily based on disclosures in Liu. This prior

art patent is directed to, inter alia, photographic elenents

conprising certain positive working photosensitive coatings
applied to substrates to forma "color proofing filnf. See
Liu at colum 1, lines 6-24. Liu s photosensitive coating

conpositions are conprised of, inter alia, a quinone diazide

phot osensitizer (preferably the ester of bis-(3 benzoyl-4,5,6
tri hydroxyphenyl ) - met hane and 2-di azo- 1- napht hol - 5-sul foni c
acid); a binder resin (preferably aqueous al kal i ne sol ubl e
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noval aks); and conpati bl e residual coating solvents such as (-
but yr ol act one and di acetone al cohol. See the respective

di scl osures of Liu at colum 4, lines 3-12; colum 4, lines
12-21; and colum 5, lines 3-7. Significantly, as enphasized
by the exam ner in his answer, Liu further exenplifies

phot osensitive coating conpositions conprised of solvent blend
m xtures including diacetone al cohol and (-butyrol actone in
wei ght ratio of 42:58. See the "Black"” formul ati on descri bed
at colum 5, lines 25-42 of Liu.

Apparently, based on the disclosure of the "black col or
formul ati on" described at colum 5, |ines 25-42 of Liu,
appealed clains 1, 7, 10, and 23 were rejected as
"anticipated" by Liu. See the answer at page 4. However,
Liu s specific "black color formulation" utilizes a polyvinyl
acet al /al cohol /acetate resin, not a novolak resin, as required
by the appeal ed clains, and accordingly, appellants correctly
point out that Liu "fails to disclose any specific exanpl e of
an enbodiment falling within the scope of the clainms of the
present application" (brief, page 9). Mor eover, even the
exam ner acknow edges (answer, page 4) that "[a] clear-cut 35
US C 8§ 102 rejection may not apply" because excessive
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"pi cking and choosing nay be required to neet certain claim
enbodi nents”, and we think that this is the case here.
Accordingly, we do not sustain the exam ner’s "anticipation”
rejection. W hasten to add that we agree with the exani ner
that the relevant prior art disclosures in Liu referred to

above establish a prina facie case of obvi ousness for the

subject matter defined by appealed clains 1 and 10 whi ch has
not been rebutted by objective evidence of nonobvi ousness.
Hence, we sustain the examner’s alternatively stated 35

U S.C 8§ 103 rejection based on Liu.

In traversing the examner’s rejections of the appeal ed
clainms, appellants assert that Liu fails to disclose "a
positive resist conposition” as recited in the preanble of the
appeal ed clains. See the brief at page 11. Liu clearly
indicates that the prior art photosensitive coating
conposition is "positive working". However, appellants
apparently believe that because Liu s conposition is used in
t he production of a color proofing filmwhereas appellants’
conposition is ultimately used in the field of integrated
circuits, the preanbul ar claimlanguage serves to distinguish
the clai ned conposition fromthat of Liu's. W find, however,
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that the claimlanguage in question, "a positive resist
conposition”, at best, nerely sets forth an intended future
use of appellants’ conposition, and thus does not distinguish
the clainmed conmposition fromthe positive acting
phot osensitive conposition disclosed by Liu. See In re
Pearson, 494 F.2d 1399, 1403, 181 USPQ 641, 644 (CCPA 1974).
Appel l ants further argue that the "main" conponents of
Liu s exenplified "(-butyrol actone and di acet one al cohol
sol vent bl end" are propyl ene glycol nononethyl ether and
met hyl ethyl ketone, and that the latter two solvents are
excluded fromthe claimed sol vent bl end conponent of
appel l ants’ conposition by the "consisting essentially of"
| anguage. However, the exam ner correctly points out that the
cl ai m I anguage "consisting essentially of" limts the scope of
appel l ants’ solvent blend to the specified solvents and those
that do not materially affect the novel and basic
characteristics of the solvent blend. Here, appellants have
presented no objective evidence that the "main" sol vents of
Liu s solvent blend would materially affect the basic and
novel characteristics of the clainmed solvent blend when added

thereto. See In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461
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463 (CCPA 1976). Indeed, appellants’ specification indicates
that their conposition nay contain other solvents such as

met hyl ethyl ketone. See the specification at page 10, lines
8-13. Moreover, appellants have cited no controlling |egal
authority, and we know of none, which holds that the claim

| anguage "consisting essentially of" operates to exclude
"mai n" conponents which otherwi se do not materially affect the
novel and basic characteristics of a conposition. Here,
appel | ants have provided no objective evidence show ng that

t he ambunts of these "main" solvents in Liu s solvent blend
would materially affect the basic characteristics of

appel  ants’ conposition.

Appel  ants’ counsel enphasizes in the brief that the use
of the recited m xed solvent blend in the claimed conposition
results in "unexpected advant ageous properties” wth regard to
depth of focus, profile and resolution properties. Such
properties are said to be significant when appellants’
conposition is used as a positive resist in the production of
integrated circuits with a high integration level. See the
brief at pages 8 and 9. Conparative experinmental test results
are shown in the Table at pages 13-18 of appellants’
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specification. However, none of the conparative exanpl es
(speci fication,
page 18) involve the use of solvent blends, much | ess the
specifically described prior art solvents bl ends of Liu.
Thus, appellants’ have nmade no conparisons with the cl osest
prior art conpositions.

In light of the above, we agree with the exam ner that
the subject nmatter defined by appealed clains 1 and 10 woul d
have been obvious within the meaning of 35 U . S.C. § 103.
Thus, we sustain the exam ner’s obvi ousness rejection based on
Li u. Essentially for the reasons set forth in the
answer, we al so sustain the examner’s rejection of the
appeal ed cl ai ns based on the conbi ned teachings of Uetani and
Liu. Basically, we agree with the exam ner that based on the
rel evant disclosures in Liu, "[t]he skilled artisan would have

found it prima facie obvious to utilize the solvent m xture

di sclosed therein [in Liu] in the photoresist conposition of
Uetani et al. [Uetani] with a reasonabl e expectation of
achieving the sane or simlar results since the solvents in
each reference are being utilized in a quinine diazide/al kal
sol ubl e resin containing conposition” that is to be applied to
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substrates as positive working photosensitive coatings. See

t he answer at page 6. Thus, prior to exposure and

devel opnment, Uetani’s positive photoresist conposition is also
applied to a substrate, e.g. a silicon wafer, where the

sol vent evaporates at a suitable drying rate to give a uniform
and snooth coating film See Uetani at colum 4, lines 7-17
and colum 6, lines 4-7. Again, none of the conparative
exanpl es reported in appellants’ experinmental test results

(specification, page 18) involve the use of the specifically

exenplified solvent of Uetani, i.e., ethyl cellosolve acetate.
See Uetani at colum 6, lines 6 and 7. Further, we point out
that Uetani’s conpositions, |ike appellants’ conpositions, are

said to provide excellent resolution. See Uetani at colum 1,
lines 29-35. Thus, we agree with the exam ner that the
subject matter defined by appealed clains 1 and 10 woul d have
been obvi ous within the neani ng of

35 U S.C. 8 103 in view of the conbined disclosures of Uetan
and Liu. Accordingly, we also sustain the exam ner’s
rejection of the appealed clains for obviousness based on

Uet ani and Li u.
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As evident from our comments above, and based on
appel l ants’ groupings of the clains in the brief at page 4, we
have deci ded this appeal based on representative clains 1 and
10. See 37 CFR 8 1.192(c)(7) 1995. Based on argunments nade
by appel lants’ counsel at the oral hearing that neither of the
applied references disclose certain specific solvent
conponents set forth in some of the nore limted appeal ed
claims, we point out that appellants have made no fact ual
chall enge to the exam ner’s finding that such solvents are
"wel | known interchangeabl e solvents within the same boiling
poi nt characteristic range that have been utilized in this
type of conposition in the past.” See the answer at page 7.
In the event of any further prosecution of this application,
for exanple in a continuation application, appellants may
desire to address the exam ner’s above findings so that the
i ssue of obviousness as to the nore limted clains nay be
properly joined.

The decision of the exam ner is affirned.
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No period for taking any subsequent action in connection

with this appeal nay be extended under 37 CFR § 1.136(a).
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AFFIRMED
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